











I Finding the Right Job

preparation has paid off and you have secured
yourself a job. Presumably, then, your employer
thinks you have the potential to be a good
patent agent. Still, you need to be aware that the
process isn't over yet and that it could be five
years or more until you are free of exams.

€ 6 ou will be working on real
cases and enjoying the
challenges and rewards of work
as a patent agent from day

one. 99

Most of the training will be ‘on the job:
Normally, this involves being given files to work on
and then reviewing your work with a supervising
partner. Often, this will be supplemented in-house
by some sort of tutorial system.

External tutorials are provided by the
Chartered Institute of Patent Attorneys and
there are also various courses to help you get
through the exams.

The exams come in three blocks. Firstly,
there are the foundation level examinations,
which cover a broad span of IP, including
trademarks, copyright, designs and competition
law. These are most often taken after a year in
the profession. It is common for trainees to be
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sent on a course with its own exam, providing
exemption from the foundation examinations.
From my own experience this is invaluable
given how little exposure most of us get to non-
patent issues in our day to day work.

The foundation exams are largely a test of
knowledge and most people pass them without
too much difficulty.

The other two blocks are the qualifying
examinations for the UK (set by the Chartered
Institute) and Europe (set by the European
Patent Office and European Patent Institute).
The order in which people take these varies
from firm to firm, but the European exams
cannot be taken until you have three years
experience in the profession.

These exams are a test of your ability to do
the job. For example, one paper will ask you to
draft a patent application. It is not uncommon
to fail one or more papers, simply because no
amount of studying beforehand will guarantee
a pass. Most people will pass with one or two
retakes, once they have enough experience of
real work behind them.

While the route to qualification can seem
long, it is worth remembering that you will
be working on real cases and enjoying the
challenges and rewards of work as a patent agent
from day one. IC

Rebecca Tollervey graduated with a BA in Biological Sciences
from Oxford. She is a Qualified Patent Attorney and a fellow of
the Institute. Rebecca is a Partner at Mewburn Ellis.
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Private Practice or Corporate Practice?

To start right at the beginning, ‘corporate practice’ involves working for an organisation that
generates a substantial amount of patent or trade mark work — enough to justify employing an
in-house patent attorney. In ‘private practice’ you work for various clients.

Your work can be for direct clients, for example
UK companies, or it can be so-called ‘agency
work’ for overseas clients who want to obtain UK
and European patents. Work for direct clients
involves liaising with inventors and directly
advising senior management. Agency work
mainly involves taking patent specifications
written by overseas patent attorneys and
processing them to secure UK and European
patents. Many private practices have a blend of
direct client and agency work. The direct client
work is often more challenging, but the agency
work can be very profitable for a firm.

I spent three years in the patent profession
with a medium-sized private practice firm, and
the next three years in corporate practice. Both
periods were enjoyable, and working on both
sides of the fence helped me progress. At the end
of that period I was able to make an informed
decision on the type of work I would most like
to do - private practice but with an emphasis
on direct client work, rather than agency
work. At that time there was a good balance
between private practice and corporate practice
positions. That has changed. Latterly many
corporate patent departments have struggled
to keep patent attorneys and there has been a
drift towards private practice. Corporate patent
departments sometimes cannot do all that is
needed, and send work out to private practice
firms (such as mine).

The work

The same core skills are needed to be effective
in private practice and corporate practice,

for example skills in writing, analysis, and
argumentation. At least in the early years in
the profession the work is likely to be similar —

assessing inventions and prior art to determine
the prospects of obtaining patent protection;
drafting patent specifications; taking patent
applications through their procedures to grant,
amending, and arguing as needed; advising on
patent activity of competitors; and with more
experience, patent licensing and handling
contentious work - assessing the validity
of patents, giving infringement advice, and
formulating and presenting oppositions.
However, the person working in a private
practice firm with a reasonable direct client base
is likely to have more variety — inventions in
different areas of technology; clients of different
sizes, in different business sectors; and a variety
of legal problems to deal with, as those clients
dig themselves into holes of various shapes and
sizes. Most people in private practice enjoy
the variety. The person working in corporate
practice is likely to work in a narrower technical
area, and acquire a deep knowledge of it and
the business of his or her employer. They are
unlikely to find themselves in the byways of the
law, which smaller companies seem to find with
ease. All this has various implications:

o Variety may be greater in private practice
but on the other hand private practice can
sometimes be irritatingly ‘bitty’ as you jump
from client to client, or from technology
to technology. You can feel on the edge of
things — the external adviser, an expensive
person, to be used ‘only with caution. You
may advise your clients what to do - but
they tell you what to do, and even if you
think it’s foolish, then, within reason,
that’s what you have to do. In contrast, in
handling patent work in corporate practice
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you are likely to be a fully involved member
of a business team, deciding upon a course
of action. You can often take decisions that a
private practice attorney would have to refer
to their client. This degree of involvement
can be very satisfying.

o In private practice you will probably be
expected to handle a range of work. A
person who has an overriding interest
in one technical area — say medicinal
chemistry - is likely to be better off
working in an appropriate corporate
practice setting than in private practice.

o People training in private practice have
an advantage in terms of taking the
professional examinations, arising from the
variety of their day-to-day work.

D Corporate practice involves close contact
with research and development personnel.
Private practice has less and, in the case of
a private practice which thrives on agency
work, the direct contact with technical
personnel could be very low.

The training
As corporate practice has reduced, so have its
training opportunities. You may have to find a first
position in private practice even if in the longer
term you want to work in corporate practice.
Training in private practice often seems
unstructured, and can have a ‘sink or swim’
feel to it - I remember that this can be rather
disconcerting. As a trainee you may have
thrown at you anything that comes in, at about
the right level (hopefully) for you to cope with.
You have a go, get things wrong, you may or
may not receive a reasonable explanation of

why; you have another go, and so on. It can
feel as if you have left university and gone back
to junior school. You may have to use your
initiative to find background reading that helps
you, and pick the brains of others in the office
with the time and inclination to help.

While many private practice firms now send
trainees on the certificate courses at Manchester
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University or Queen Mary, University of
London, many are reluctant to send trainees
on all the later courses which are focused on
assisting them in passing the examinations,
feeling that their work experience, allied to the
Institute tutorials and their own bookwork,

should be enough. Aside from training as a
patent attorney, training in other skills - for
example, in how to use the firm’s computer
system, or in improving one’s language skills —
may be largely absent in private practice.

In my experience a person who does manage
to secure a training position in corporate
practice is likely to feel that more time, effort,
and money are being invested in him or
her. Because of their narrower work diet it
is widely accepted that trainees in corporate
practice will need more help in order to pass
the examinations, and they are likely to be
sent on more of the available courses. As for
the wider aspects of training — in computer
skills, languages, management, etc. — corporate
practice usually wins hands down.

It is widely accepted that the single most
important variable in training is the range of work
done; and consequently that private practice is
the better training environment. The reality is
that your first job is hard to get and you should
probably take what you can, to get you started.

The culture

In a private practice firm the qualified patent
attorneys usually work independently of each
other, for their respective clients, but support
each other during holidays and periods of
illness. Their contact with a client will often be
through just one of the client’s staff, or a small
number of people. There is room for people who
are slightly awkward, eccentric, even bombastic,
provided they can do good work and win the
confidence and respect of their clients. Many
such people would struggle to be effective in
corporate practice where the patent attorney is
not just ‘the adviser; but a ‘team member’.

The prospects and opportunities

In private practice the ladder upwards is

short - trainee/technical assistant (TA), then
qualified patent attorney, then, if it suits you and
your firm, partner. There may be a ‘feel good’
step before partnership where you are called

an associate. As a qualified patent attorney in
private practice, and especially as a partner,
you have some choice in the path your work

follows. If you want to specialise in chemical
patent work, or in trade mark work, you can
work towards that. If you want to devote time to
planning your firm’s advancement or managing
its operations, then provided your partners feel
you have the qualities to do this, you are likely to
find support. Running a business and playing a
part in advancing a firm can be very rewarding.
However, you will probably be expected to
handle a reasonable amount of patent or trade
mark work until the day you retire.

In corporate practice some patent
departments have several tiers of management.
Patent attorneys with managerial responsibility
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may no longer undertake detailed patent
attorney work, but instead guide their junior
colleagues, advise senior management,

handle personnel problems, and negotiate

and control budgets for patent expenditure

- and, increasingly, manage the flow of work
to private practice patent attorneys. Some of
this management will be interesting, but it

is not for everyone. It can be frustrating for
patent attorneys who want to continue ‘on the
ground, but feel their expertise is undervalued
in comparison with colleagues who have taken
managerial positions.

Corporate practice has had to cope with a
large amount of merger and acquisition activity
in recent years, leading to reorganisation and
relocation. Private practice currently seems
more settled.

It is generally held that corporate practice
pays higher salaries at the early stages of
a person’s career, but that private practice
overtakes corporate practice later. I don’t
know whether those generalisations are
true. What I do know is that salaries for
new trainees often seem rather low but for
qualified attorneys they are good, whichever
side you work on!

In summary
A few words, which highlight the key differences
as [ see them:

o Private practice: better for training; variety
of work; variety of clients; later, running
a business; self-determination; currently
more buoyant than corporate practice.

o  Corporate practice: depth of work;
narrower technical spread; teamwork;
corporate hierarchy; uncertain times. IC

Robert Pidgeon is a Chartered Patent Agent and European
Patent Attorney. Having worked in private practice and
corporate practice, he settled on a career in private practice. He
is a Partner in Appleyard Lees, a medium-sized firm of patent
and trade mark attorneys in Halifax, Leeds, and Manchester.
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Remuneration in the Profession

For the last two decades, intellectual property (IP) has continued to grow in importance on
the global commercial and industrial stage. The development of the IP sector (outside of the
USA, where it has been strong for a long time) was initially confined to the UK, but has now
extended to Continental Europe and increasingly so to the rest of the world.

However, this year’s economic crisis has
affected the profession in a number of ways —
fewer traineeships are on offer; companies are
postponing recruitment as a consequence of
generalised redundancy programmes; salaries
are remaining static; whilst the demand is still
greatest for the newly-qualified professionals,
whose skills are already well developed and can
be of immediate value to employers, without
compromising on remuneration.

The number of candidates passing the
European Qualifying Examinations (EQEs) to
become European Patent Attorneys (EPAs) has
grown in recent years, especially in Germany,
the UK, France and the Netherlands, but is
still not sufficient to satisfy the demand. In
recent times, firms have followed the example
of multinational companies in opening their
doors to attorneys from a different jurisdiction -
European or Commonwealth principally, to try
and keep up with the demand. This latter trend
is likely to see some cutbacks, as home-grown
talent is slightly more plentiful than it has been
for some years.

In terms of remuneration, some private
practices are offering packages once reserved
for multinationals — with attorneys being paid
a salary, along with bonuses, health scheme, life
assurance, pension and gym membership. At
partner level, attorneys can expect a share in the
firmy’s profits, which in recent years have been
substantial. Nevertheless, pressures on employers’
finances are for the first time enabling companies
and firms to negotiate these down.

In the case of multinational companies,
salaries are now virtually all tied up to local
remuneration surveys, rather than to the
expatriate conditions once offered. This is due
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€6 ' you are seeking to develop
your career outside of the
London area, you may have
to accept a lower package in
exchange for the location of

your choice. 99

in part to the meteoric rise in patent attorneys’
packages in recent years, which became out of
step with those of their legal counterparts, thus
causing some difficulties at national level.

Attorneys in Germany, UK and Switzerland
remain substantially better paid than their
counterparts in other parts of Europe - and
especially so by comparison with Australian,
New Zealand and South African attorneys
seeking to establish themselves in Europe and
willing to compromise. There are exceptions;
such as Heads of Departments in multinational
companies — wherever they are based — whose
management have to compete for talent on a
world stage. At that level of seniority, factors
such as cross-jurisdictional experience (Europe
and US principally) will considerably boost
the appointee’s value and will attract signing-in
bonuses and a share-option package.

Due to the rise in R&D activities in the Far
East, interest in intellectual property specialists
is growing in China, India and South East Asia,
thus offering further opportunities for UK/
European attorneys, as the working language is
generally English. Remuneration packages in
the Asia-Pacific region are substantially lower,
in line with cheaper cost of living conditions,
but the experience of working there for a time

makes it well worth considering. Companies
have started to base their support staff, such as
patent searchers, in India, where considerable
expertise in this area is now found.

If you are seeking a training contract, a salary
in the £22,500 to £32,500 range is the norm.
However, due to intense competition to enter the
profession, some well qualified graduates have
had to accept a figure below £20,000. By the time
you qualify, however, you can expect upwards of
£55,000, with a £5,000 increase generally offered
after exam success in both the CIPA Finals and
the EQEs. If you make partner the rewards will
be worth all the efforts you had to put in to pass
those challenging examinations — six-figure-
packages and well above are common.

In terms of geographical differences within
the UK, where you are most likely to make
a start in your career, there is no doubt that
London offers a premium on salaries, as this is
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where most of the opportunities are. However,
if you are seeking to develop your career outside
of the London area, you may have to accept a
lower package in exchange for the location of
your choice. In-house opportunities are, to a
large extent, obtainable only outside of London,
as most patent departments are located close

to companies’ R&D facilities, which may be a
contributory factor in the differences between
private practice and ‘in-house’ salaries.

For a taste of what to expect in the future,
consult our website, www.adamsons.com, where
we post a selection of opportunities on offer for
qualified or part-qualified attorneys. IC

Christine Adamson works alongside her husband Stuart running
an international executive recruitment consultancy based in
London, which specialises primarily in intellectual property, legal
(especially in-house) and the pharmaceutical/healthcare sectors.
Aside from her professional activities, Christine also stood for the
European Parliament in 1994 and 1999.

REMUNERATION BANDS

Trainees (no exams passed)

£22,500 to £32,500

Technical Assistants (close to qualification)

£30,000 to £45,000

Newly-qualified attorneys

£50,000 to £60,000

Dual-qualified attoneys

£60,000 to £70,000

Attorneys with up to 3 years’ post-qualification experience

£75,000 to £80,000

Head of IP department (industry)

£100,000 to £250,000 (plus range of benefits)

Partner in private practice

£80,000 to £400,000 (including profit share)
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The Chartered Institute of Patent Attorneys

The Institute was founded in 1882 and the Register of Patent Agents set up in 1889. The
Institute was incorporated by Royal Charter in 1891 and became the Chartered Institute of
Patent Agents (CIPA). In 2006 the name of the Institute became the Chartered Institute of
Patent Attorneys to reflect modern usage of that title in the rest of the world. The Charter
sets out how the Institute operates, including the classes of membership, the disciplinary
provisions and the operation of its Council. CIPA’'s activities cover the whole field of
intellectual property - patents, trade marks, designs, copyright and associated areas of law.

The Register of Patent Attorneys

CIPA is responsible for maintaining the
Register of Patent Agents and running the
qualifying examinations for entry onto the
Register. CIPA reports on these to the UK
Intellectual Property Office, now part of the
Department for Innovation, Universities &
Skills. However, the Legal Services Act will
change the title to the Register of Patent
Attorneys and CIPA will then report to the
Legal Services Board, which is set up under
the Act; these changes will come into effect in
late 2009/early 2010. Patent attorneys qualified
by examination and experience for entry on
the Register are entitled to apply to become
Fellows of CIPA. CIPA Fellows have the right
to use the protected titles ‘Chartered Patent
Attorney’ or ‘Chartered Patent Agent. Entry
on the Register provides the right to conduct
litigation and act as advocates in the Patents
County Court.

In November 1999 CIPA was granted the right
to authorise appropriately qualified members to
conduct litigation in the High Court (including
the Patents Court) and to conduct appeals from
the Patents County Court, the County Court
and the Chancery Division of the High Court
in respect of IP litigation. ‘Patent Attorney
Litigators’ are Fellows of CIPA who have been
awarded a CIPA Litigator’s Certificate.

Objectives

CIPA represents virtually all the 1,750 UK
registered patent attorneys and includes
those practising in industry as well as those
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in private practice. Those eligible to apply

to become members include trainee patent
attorneys (Student members), foreign and
overseas practitioners (Foreign and British
Overseas members), and other professionals
with an interest in IP (Associate members).
Currently there is a total membership of over
3,500. CIPA is managed by an elected Council
of 26 members, including a President and
Vice-President.

The Charter sets out the objects of the
Institute: (a) to act as a professional and
representative body for Intellectual Property
Practitioners in patents, designs, trade marks
and other forms of intellectual property; (b) to
promote the education, standing, training and
continuing professional expertise of Intellectual
Property Practitioners and to establish, maintain
and enforce high standards of professional
conduct and compliance with the law.

Management and facilities

Much of the Institute’s business is carried out
through an extensive committee structure

of over 20 committees. A small Secretariat

is employed at the Institute headquarters in
Chancery Lane, London where many committee
meetings are held each week. The Institute
accommodation includes several rooms
available for members use including a library/
meeting room, a smaller meeting room and
the Institute Hall. The Hall is in active use
throughout the week for internal and external
meetings, lectures and seminars.

Helping the public

Information on all aspects of intellectual
property is available from CIPA in printed form
and on its website. In addition, CIPA organises
free monthly IP clinics for members of the
public at various locations around the UK.

Promoting improvements and IP awareness

The Institute maintains active contact with

UK government bodies and with various
international authorities so as to monitor

and advise on proposed legislation and to
promote improvements in laws. In addition

to committee meetings and exchanges, the
Institute holds an extensive programme of
meetings in London and across the country
including general meetings, an Annual General
Meeting and a variety of social and sporting
events. CIPA issues a monthly Journal and
Supplement containing articles, law updates,
news and advertisements. There is also an active
and up to date CIPA website (www.cipa.org.
uk). A highlight of the CIPA year is the annual
CIPA Congress, which provides a business and
social focus for the activities of the Institute, its
members and their professional colleagues, both
from home and abroad.

Education of the profession

The Institute runs an active and comprehensive
programme of educational activities and also
provides support for the Informals, a special
interest group of student members who
organise lectures and tutorials for trainees.

The Institute also collaborates with a number
of universities and other educational bodies in
the provision of training courses for the UK
and European qualifications.

The Institute publishes a full range of
students’ training manuals in patents, designs
and trade marks. CIPA also produces a series of
practitioners’ textbooks for the UK, European
and International systems in cooperation with
commercial publishers. The ‘CIPA Guide to
the Patents Acts’ is particularly well known
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and provides an essential resource for IP
professionals working in the area.

Adapting to changes in the legal profession

A CIPA coat of arms was created to mark

the year 2000. The motto ‘Respice Finem,
which appears on the coat of arms, is part of

a quotation which means ‘Whatever you do,
do cautiously, and look to the end: In 2007 the
Institute celebrated the 125th anniversary of its
foundation and began implementing significant
changes in its organisation as required by the
Legal Services Act 2007. These changes must
be complete by the end of 2009 and include a
requirement for a separation of the Institute’s
regulatory and representative functions. When
the changes are in place, full regulation of the
patent attorney profession will pass to the new
regulatory arm of the Institute. IC

Dr Anna Denholm is a Fellow of the Chartered Institute of
Patent Attorneys and was President during 2003/04.

Thie Chartered Institute of Patent Attorneys

Contact Details

The Chartered Institute of Patent Attorneys
95 Chancery Lane

London

WC2A 1DT

Tel: 020 7405 9450

Fax: 020 7430 0471

Web: www.cipa.org.uk
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The Informals

The Informals are the student body of the Chartered Institute of Patent Attorneys (CIPA).
All trainees automatically become members of the Informals on joining the profession and
are encouraged to take advantage of the various activities and events organised by the

Informals committee.

The committee is made up of a number of
student volunteers from across the profession,
who give up a little of their time to help ensure
the smooth running of the Informals for current
and future trainees.

The Informals provide a support network for
trainee patent attorneys by organising lectures
and tutorials to supplement the educational
training provided by employers; organising
social events; acting as the collective voice of
trainees within the profession; and by giving
assistance and advice to new and prospective
members of the profession.

Education
Education is an ongoing process throughout
the working life of a patent attorney. The early
years, however, are the most daunting, as the
trainee patent attorney must understand and
learn vast amounts of law in preparation for
the UK Foundation Examinations, or one of
the university based courses. They must then
learn how to apply both the law and practical
skills, such as drafting, in readiness for the
UK Advanced Examinations and European
Qualification Examinations (EQEs). At the
beginning, the trainee may well feel overwhelmed
by the sheer volume of work, and may also have
trouble identifying the topics on which they
should concentrate their efforts, or indeed where
to find suitable source material. All employers
provide some level of training, but the trainee
cannot expect to meet every obscure situation
in their day-to-day work (although they will
certainly be tested on such situations).

The Informals committee organise lectures,
at both Foundation and Advanced levels, to
help guide trainees through the maze of the UK
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Patents Act, the Patent Cooperation Treaty, the
European Patent Convention and the case law.
These lectures are currently held at CIPA Hall,
on Chancery Lane in London. MP3 recordings
of the lectures and copies of the lecture notes are
made available to download from the Informals
section of the CIPA website for those who
cannot attend the lectures.

With the assistance of CIPA, the committee
also arrange tutorials for the UK Foundation
Examinations, the UK Advanced Examinations
and the European Qualifying Examinations.
Both recently qualified and experienced patent
attorneys tutor small groups of trainees who are
attempting past exam papers that are discussed
during the tutorial.

The education provided to the Informals is
the subject of ongoing review and proposals
to modernise the education system are being
implemented. The changes are gradual and will
continue to be introduced over the next few
years. As a result, the education system that you
encounter as a future trainee patent attorney
may differ from that described above.

Social events
These are an important part of the Informals’
activities. They allow new, and not so new,
entrants to the profession to meet and get to
know each other informally. The social events
include organised events and more impromptu
gatherings. For example, it has become tradition
over the years for students to retire to the pub
after weekly lectures to have a drink and a chat
with the lecturer that week.

In addition to the post-lecture drinks, the
Informals committee try to organise at least
one social event every month. Events this year

have included an evening of bowling, a pub
quiz, several drinks parties, a well-attended
Christmas party and a boat party on the Thames
in the summer. Additionally, there is a sports
representative on the Informals’ committee to
help co-ordinate football, softball and cricket
matches. Every September there is a party for

the new entrants to the profession and each
year the Informals” ball committee organises a
ball for intellectual property trainees - meant
to include not only trainee patent attorneys, but
also those working in trade marks, as trainee IP
solicitors and as IP barristers.

The voice of the trainees

The Informals committee acts as the collective
voice of the trainees within the profession.
Informals representatives, not all sitting on the
Informals committee, also sit on the various
CIPA committees in order to present the views
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and concerns of the younger members of the
profession.

The Yellow Sheet

This is the monthly newsletter of the Informals
that is distributed to all CIPA members. The
Yellow Sheet includes details of forthcoming
lectures, tutorials, social events and other
items of interest to trainees. It is edited by the
Informals committee and contributions are
always welcome. However, it’s not all serious —
each month there are submissions from readers,
each putting forward a suitably ‘wacky patent’
that they have spotted.

In conclusion

If you decide to become a patent attorney,

the Informals look forward to welcoming you
and hope to see you at future educational and
social events. You might also consider helping
with the organisation of our activities — who
knows, you may be writing this article in a
future edition! IC

Nerissa Lonergan was Honorary Secretary of the Informals

in 2008/9. She studied Biochemistry at Imperial College,
London and the MSc in Intellectual Property at Queen Mary and
Westfield, London, before joining Ablett & Stebbing in 2003.
Nerissa qualified as a Chartered Patent Attorney in 2007 and a
European Patent Attorney in the summer of 2008, after which
she moved to continue her career with GlaxoSmithKline.
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Continuing Professional Development

Patent attorneys, like most professionals, spend their entire career in the process of
continual learning, improving both their skills and their knowledge base. As such, passing
the professional examinations is seen as only a step in this process.

Indeed, many regard the attaining of the
professional qualifications as only the very
first stage in the development of a properly
rounded patent attorney. The exams are
designed to test basic knowledge and skills.
As the career of a patent attorney progresses,
however, there are additional ways to develop
further, in the development of specific areas
of expertise appropriate to the practice of the
patent attorney, the maintenance of a current
knowledge base in the face of changing law and
the adoption of other skills, most notably those
involved in the running of the organisation
within which the patent attorney is based.

The UK profession, as a whole, takes the
continuing development of its members
very seriously and acknowledges the need to
maintain and encourage this development
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throughout the career of all the members of the
profession. This basic philosophy has served
UK patent attorneys well over the years and is
ingrained in most, if not all, practices in the UK.

The role of the Institute

The Chartered Institute of Patent Attorneys has
a vital part to play in this continuing education
process. Of course, by virtue of its responsibility
for the training of students to qualification,

the Chartered Institute has a major function in
guiding those training in the profession towards
proper qualification. The role of CIPA does not
end there, however. It is active in maintaining
the progress of UK patent attorneys throughout
their career.

As such, the Institute arranges a large
number of seminars across the year and
throughout the country. These seminars address
many topics, from recent law and practice
changes in the UK to a detailed examination of
specialist subjects and an overview of law and
practice in other territories. Such seminars are
also not restricted to law and practice areas but
also cover subjects relevant to the business side
of the practice of many UK patent attorneys,
aiming to provide knowledge and guidance in
dealing with some of the issues that are likely to
arise in the running of a practice.

The Chartered Institute also has a vital role in
providing information to its members by way of
updates, both on its website and in its monthly
journal. The information it provides enables
members of the Institute to keep up to date with
developments in the UK and across the world.
Furthermore, in certain technical areas, email
news groups exist, which enable those practising
in those technical areas to share their knowledge

and experiences specific to their practice.

CIPA is also acutely aware of the fact that
continuing professional development of patent
attorneys is important, not only for the attorneys
themselves but also for those they represent.

The Institute knows that this applies especially
in a profession in which potential errors may
not come to light for a long time, often at a
point at which it is to late to correct them.
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For this reason CIPA, this year, introduced a
compulsory reporting scheme, for the CPD that
its members have always undertaken as a matter
of course. As with many other professions, it is
now compulsory for all qualified members of
the Institute to undertake and report 16 hours of
education each year.

The UK patent attorney profession has
a reputation as one of the best trained and
informed in the world and CIPA works hard
to maintain and guard this reputation. The
Institute is proud of its record in supporting its
members, allowing them to achieve their aims
of becoming fully rounded professionals. IC

Jon Gowshall is a Partner at Forresters and a Council Member
of the Chartered Institute of Patent Attorneys. He is also the
Chair of their Education Committee. He graduated with a BSc
Hons in Biochemistry from Kings College, London University and
qualified as a Patent Attorney in 1989. His particular expertise
lies in patent law relating to all aspects of biochemistry, including
pharmacology, immunology and genetic engineering.
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The Patent Administrator Qualification

Patent administrators are an essential part of the team when dealing in IP law and patent
attorneys place an enormous amount of confidence in them. Patent administrators are
specialists in dealing with the legal formality aspects of patent applications and ensuring

that deadlines are met.

What is a Patent Administrator?

The actual role that administrators take on will
differ according to the size and needs of say, a
private practice firm, or in-house department
in industry. Equally the exact nature of the
legal work undertaken on a day to day basis
will vary. The role covers a broad spectrum

of administrative work. That said, as with all
aspects of IP work, accuracy, meticulous care
and attention to detail are key, for instance
when ensuring that dates of official actions are
correctly entered onto a database or into diaries
and that the dates are acted upon.

Becoming a Patent Administrator

Essentially administrators learn on the job -
gaining their knowledge and skills by working
in different areas of formality work. Today that
is still the case but, to recognise these valuable
and diverse skills, the Chartered Institute of
Patent Attorneys (CIPA) introduced a training
course — the Certificate in Patent Administration
- in 1999. Two courses run in the south at

the Institute’s offices in central London with
northern courses having taken place in Leeds
and Manchester.

What training is involved?

The Certificate in Patent Administration course
covers in depth the formalities for filing patent
applications and renewals in the UK and under

EPC and PCT to include essential practicalities
such as form completion; an understanding
of the structure of patent specifications; filing;

prosecution; fees; IP law relating to rules,
articles and also includes an overview of Trade
Marks, Designs and Copyright law; and a trip
to the UK Patent Office in Wales. The course is
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delivered by a combination of patent attorneys
and experienced administration managers.
Comprehensive notes are provided so as to
create a file for reference and for future use.

Administrators new to the profession and
equally those who have been in the profession
for many years greatly benefit from attending
the Certificate in Patent Administration
training course.

How long does it take?

The course consists of 24 two-hour sessions

of formal instruction, held once a week
running from early September to the following
April, concluding with a three-hour open
book examination. Successful candidates

will be awarded the Certificate in Patent
Administration, which confers entitlement to
associate membership of CIPA.

What qualifications do | need?

There are no prerequisite qualifications for
attending the course. In order to gain the full
benefit, it is advisable to be in the IP profession
for at least 12 months. Candidates must be
entered for the course by their employers and
must have a named mentor to support and
advise them throughout the course; directing
them to sources of information where necessary.
The mentor could be a patent attorney or senior
administrator or any other person able to
provide support and guidance.

Work experience opportunities

Most private practice firms don’t have such an
opportunity for an administrator, unlike for a
trainee patent attorney. However, one way to gain
some experience would be via a temping agency.

Can | go on to become a patent attorney?

For those administrators who possess a
scientific or technical degree or equivalent
this is a theoretical possibility, but rare. Most
employers now expect an administrator

to have gained the Certificate in Patent
Administration. The career pathway at present
is for a senior administrator to apply to become
a records manager in charge of a firm’s (or

an in-house department’s), entire portfolio

of patent and trade mark applications and
management of administrators.

One way for administrators to continue to
develop their education following completion of
the Certificate in Patent Administration course, is
to become a member of the Intellectual Property
Administrators Group (IPAG). This is a special
interest group within CIPA that was co-founded
by myself and other administrators from the first
Certificate in Patent Administration course, our
main objective being to provide an educational
pathway for administrators. In this respect,
TPAG holds seminars and quarterly meetings
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covering a wide Visit >
range of IP topics.
We have a monthly
newsletter known as
‘the green sheets’ that
is distributed to all CIPA members detailing our
forthcoming events.
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Statistics

Since the course started in 1989, around

600 individuals have qualified as patent
administrators with the Certificate. The average
number of individuals qualifying each year is
about 65 with three quarters being female and a
quarter being male. Since there are no records,
the total number of administrators in the
profession is unknown. IC

Jacqueline Jones is a Records Manager with a paralegal
qualification in intellectual property law and has been
Chairperson of IPAG since its creation in 1999, a lecturer on the
Certificate in Patent Administration course and member of the
Steering Group committee.

A SUCCESS STORY

Steve Mohun
Chairman, Steering Group

“When we created the CIPA Certificate in Patent Administration in the late 90s, we didn’t really know whether there
would be a demand for the qualification. | remember clearly the summer of 1998, when we advertised the first
course and wondered whether we would be able to fill the 30 places on offer. We needn’t have worried. Within a
week, the CIPA Secretariat had received over 100 applications and the course was off to a flying start.

Ten years on and, while the course is still far from perfect, we continue to improve it. There are now hundreds of
qualified administrators, and many job adverts stipulate the qualification as a prerequisite. The course has many
imitators abroad, while here in the UK there are plans to introduce an advanced version.
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Abel & Imray
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Barker Brettell LLP
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Mewburn Ellis LLP
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